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Serial No.: 
Filed: 

U.S. Patent: 
Issued: 
Docket: 
Title: 



IN THE UMTED STATES PATENT AND TRADEMARK OFFICE 

Adam J. Katz et al. 
09/936,665 
September 10, 2001 
6,777,231 
August 17, 2004 
30448.77USW1 

ADIPOSE-DERIVED STEM CELLS AND LATTICES 



CERTIFICATE UNDER 37 CFR § 1 .8 

I hereby certify that this paper or fee is being deposited with the United States Postal Service as first class mail in an 
envelope addressed to the Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450 on February 9, 
2005. 

By:. 

Name: Renato Marco P. Doming 

55 S. Lake Avenue, Suite 710 
Pasadena, Califomia 91101 
February 9, 2005 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

We are transmitting herewith the attached: 

S Transmittal sheet, in duplicate, containing Certificate under 37 CFR §1.8 
^ Communication 

^ Exhibit 1 - Copy of Complaint for Correction of Inventorship under 35 U.S.C. §256 filed with the District 

Court for the Central District of CaUfomia 
S Exhibit 2 - Copy of Answer to Complaint for Correction of Inventorship xmder 35 U.S.C. §256 
^ Return postcard 



Please charge any fees or credit overpayment to Deposit Account No. 50-0306. A duplicate of this sheet is 
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MANDEL& ADRTANO By: ^BMAk 6 M ^ 

55 S. Lake Avenue, Suite 710 Name: Sarah B. Adriano 

Pasadena, Califomia 91101 Reg. No.: 34,470 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Adam J. Katz, Ramon LluU, William J. Futrell, Marc H. Hedrick, 
Prosper Benhaim, Hermami Peter Lorenz and Min Zhu 

09/936,665 Examiner: James Ketter, Ph.D. 

September 10, 2001 Group Art Unit: 1636 
6,777,231 
August 17, 2004 

ADIPOSE-DERIVED STEM CELLS AND LATTICES 

55 So. Lake Avenue, Suite 710 
Pasadena, California 91 101 
February 9, 2005 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir/Madam: 

COMMUNICATION 

Attorneys for Applicants bring to the Office's attention that on October 29, 2004, The 
University of Pittsburgh filed a Complaint for Correction of Inventorship under 35 U.S.C. 
§ 256 of the above-identified patent, against co-inventors Hedrick, Benhaim, Lorenz and 
Zhu, in the District Court for the Central District of CaUfomia, Case No. CV-04-9014 
CBM (AJWx) ("Complaint"). A copy of the Complaint is attached hereto as Exhibit 1. 
An Answer was filed on behalf of all four defendants on January 5, 2005, a copy of 
which is attached hereto as Exhibit 2. 




Applicants: 
U.S. Serial No.: 
Filed: 

U.S. Patent No.: 
Issue Date: 
Title: 



Applicants: Adam J. Katz, et al. 
U.S. Serial No: 09/936,665 
Filed: September 10,2001 
Page: 2 

Additionally, both the subject application, now patent, and co-pending application, U.S. 
Serial No. 09/947,985 were being examined by Examiner Sandals, who was the 
Examiner of record on both applications before his departure from the Patent Office. 
However, since Examiner Sandals is no longer with the Patent Office, please note that 
U.S. Serial No. 09/947,985 remains pending and is being prosecuted by Counsel of The 
University of Pittsburgh. 

No fee is deemed necessary in connection with the filing of this Communication. 
However, if any fee is necessary, the Patent Office is authorized to charge any additional 
fee to Deposit Account No. 50-0306. 



RespectfiiUy submitted, 

Sarah B. Adriano 
Registration No. 34,470 
SaraLynn Mandel 
Registration No. 31,853 
Attomeys for AppUcants 
Mandel & Adriano 
55 South Lake Avenue, Suite 710 
Pasadena, California 91 101 
(626) 395-7801 
Customer No. 26,941 
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LINITED STATES DISTRICT COURT 
CENTRAL DISTRICT OF CALIFORNIA 



UNIVBRSITY OF PITTSBURGH 
OF THE COMMONWEALTH 
SYSTEM OF HIGHER 
\ EDU(?ATION. 

Piaintiif, 
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Plaintiff Umversity of Pittsburgh of the Comznonwealth System of Higher 
Education C'PIaintiif by and through its undeisigncd counsel, brings this 
CQmpliim against Defendaiics Mare H. Hodrick» Prosper Benhaim^ Hormann Peter 
Lorenz, ahd Min Zhu (cuHectivdy "Dofenilcuns") and in support thereof, avers as 
follows: 

JurfadlctloD aiiJ Vaanfl 

L Plaintiff brings this act&oopuisuant ID the Patent Laws of the U^^ 
States. 33 aS.C. §§ I and 2S6. 

2- Thix Court has jurisdiction over ihua action pureuant to 28 U.S.C. 5 1331 
(ffidenl question jurisdiction) and § ]33S(a) (original jurisdiction under patent 
lawa)» 

3- Venue is proper in this judicial disnici un^ic* 2S U,S,C. § 1391(b) (genera 
voiua statute). 

The Parties 

4- Plaiotaffis an assignee of US. Patent No. 6,777^1 flhe 731 patent'*), 
and haa its principal place in Pittsburgh, Pennsylvania. 

5. Defendant Maic R Hcdrick is idcndficd on the '23 1 potent 03 one of 

scfvea named invenTors. Upon infannauon and belief Hedrick resides at 2345 
Jonnifw Lane in Encimtos, Califbnua. 

6. DefcndantProspcr Benhaitn is ideniified on the *23 1 patent as one of 
BBven named inventois. tJ^n infonnaikn and belief, B«nhaim ti»Ii1b» ul 17018 
Hartsook Street in EnciBo, Califoniis. 

7. Defendant Hcnnarai Peter Lorenz is ideniified on the *23 1 patent as one 
of SBvai named invemor*. Upon information and belief, Loienz resides at 2634 
Belmont Canyon Road in Belmont^ CaJifonua. 

8. Defendant Min Zhu is identified on the '231 patent as one of seven named 
invemon. Upon inforaiaiion and helief. Zhu resides in San Diego, California. 
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Facftial BaehgroBiid 

9. On or about August 1 7, 2004, the U.S. Patant and TradeniBrk Office 
issued the "23 1 paiehi, vMch li entitled '.'Adipos»-Derived Stem Cells and 
LaiUcea,'* A iroe and correct coiiy pf the '231 patent is attached hereto as Exhibit 
"A." 

10. The '231 patent Ibts Adun J. Kate, Ramon Llull, William ]. Futrdl, 
Marc H. Hedrick. Fkosper Bcnhaim, Hermann Peter Loienz and Min Zhu as ncfflied 
inventors. 

1 1 . Inventors Katz:, Llull. and Futrell BSsiEDsd to Plaintiff their rights in the 
appiicitjon, which issued as the '23 1 patent The asaigninent is recorded in the 
U.S. Patent and Trademark Office records as Reel 010998 Frame 0570. A tme and 
coiraoi oopy of the assignment is anactied bereto is Exhibit "B." 

1 2. Alibotigh the PluntifTB name does not pppeiir on the face of the 'Zl 1 
patent due to a cleiical error. Plaintiff is a true and cuncnt assignee by assignment 
ftem Xatz, Uull, and Futrell. 

COUNT I 

(Correctlaa of InvtBtoraliip vuidar 35 § 25C) 

13. Plainiiffineotporates by reference pani8;nqphs 1 through 12 as though 
fully set fojih herein. 

U The '231 patent names Adam J. Katz, Ramon LluU, WQliam J. FlitreU, 
Marc H. Hcdriuk, Pi ospcr Bcnliaim, Homiaiia Peter Lorenz and Min Zhu ma 
invanlon» 

15. Katz, LiuU, and FufireU are Ifae true and correct inventors of the chums of 
the '231 patent 

16. Upon information and belief, Hedrick, Beohalm, Lorenz, and Zhu are 
not invontors of the claimed suhject marter of the *231 patent and aie ttiliB, 
incorrKctfy named ais inventors. 
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WHEJXEfOML Plflintiff preys for a judgnient fiom the Court agaiiut 

2 Defea^aats as follofws: 

3 (<0 3 dctesniinafion of the vue and conect inventorship of (he '23 1 patent; 

4 Qa) a dciennuiatioo tlut Hedriclc; Dcnhaim, Loronz, and Zhu arc not 

5 iavenionofthe'231 pftteauand 

6 (c) such oiher fuithn- relief as ihis Court may deem just and praper. 
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a Daicd: October 29. 2004 MORGAN, LEWIS A BOCKIUS LLP 
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JifnrTrMl Demand 
Plainliff Umvoraity of Pittsbutgji of ihc Commonwealth Syaicm of HigbcT 
Eduesilon hereby demands a wlal by jury on all issue* property ttiablc by juxy. 



Dated: October 29. 2004 



MORGAN, LEWIS ft BOCKIUS LLP 



iA.Byun 

David W. Marston Jr 



TMVERSITY OF PmSBURCSH 
Alan A. GwrfinlccI 

AnofTJcys for Plaintiff ^ . 
UnivGTiUy of Pkcsbiw^ of tfic 
Conmonwealth Sysiem of Haghcr 
EducaiiGQ 
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FILS XPY 



BINGHAM MCCUTCHEN LLP 
JAMES B. LEWIS (SBN 71669) 
1900 University Avenue 
East Palo Alto, CA 94303^2223 
Telephone: (650)849-4400 
Facsimile: (650)849-4800 

JENNIFER M. PHELPS (SBN 210746) 
355 South Grand Avenue, Suite 4400 
Los Angeles, CA 90071-3106 
Telephone: (213)680-6400 
Facsimile: (213)680-6499 

Attorneys for Defendants 

MARCII. HEDRICK, PROSPER BENHAIM, 

HERMANN PETER f-ORENZ, and MIN ZHl) 
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UNITED STATES DISTRICT COURT 
CENTRAL DISTRICT OF CALIFORNIA 



UNIVERSITY OF PITTSBURGH OF 
THE COMMONWEALTH SYSTEM OF 
HIGHER EDUCATION, 



Plaintiff, 



v. 



MARC H. HEDRICK, PROSPER 
BENHAIM, HERMA^iN PETER 
L0REN2, and MIN ZHU, 

Defendants. 



No. CV-04-90] 4 CBM (AJWx) 

ANSWER TO COMPLAINT FOR 
CORRECTION OF 
INVENTORSHIP UNDER 
35 U.S.C. § 256 A>;DD DEMAND 
FOR JURY TI.il 1 AT. 



Defendants Marc H. Hedrick, Prosper Benhaim, Heffpann Peter 
Lorenz and Min Zhu (collectively, "Defendants") by and through their undersigned 
counsel, hereby file their Answer, including Affirmative Defeosf in response to 
the Complaint of Plaintiff University of Pittsburgh of the Comr . on wealth System 
of Higher Education ("Plaintiff") in the above-captioned action m accordance with 
the numbered paragraphs in the Complaint. Except to the exte i i expressly and 
specifically admitted herein, Defendants deny each and every aJ l igation contained 
in the Complaint. 

ANSWER TO COMPLAINT FOR CORRECTION OF INVENICK^HIP 

1 



LM40276137.2 



1/S06 23( PM 



1 

2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 I 
27 
28 I 



i 12:37 FAX 6508494800 BINGHAM McCUTCHEN LLP %0 



I. ANSWER 

Answering each of the corresponding numbered ^> « a)>r^hs of the 
Complaint, Defendants answer and respond to the allegations ji&rein, based on 
each Defendant's current information and belief, as follows: 

JURISDICTION AND VENUE 

1 . Defendants admit only that the Complaint : ; qjorts to state a 
cause of action under the laws of the United States, Title 35, United States Code 
§§ I and 256. 

2. Defendants admit that this Court has subjc; ■ ? « after jurisdiction 
over this action pursuant to Title 28, United States Code §§ 1331 and 1338(a). 

3. Defendants admit that venue is proper in tliia judicial district 
under 28 U.S.C. § 1391(b). 

THE PARTIES 

4. Defendants deny that Plaintiff is listed as t' i<i assignee of U.S. 
Patent No. 6,777,231 (the "'231 Patent") on the face thereof. Defendants lack 
sufficient knowledge or information to form a belief as to the • vifj , or falsity of the 
remaining allegations contained in paragraph 4 of the Compls md, on that 
basis, deny the allegations. 

5. Defendants admit that defendant Hedrick h ide^ntified on the 
face of the '23 1 Patent as one of the seven named inventors. D s feidant Hedrick 
admits that he resides at 2345 Jennifer Lane, Encinitas, California. 

6. Defendants admit that Prosper Benhaim is idc nrified on the face 
of the '231 Patent as one of the seven named inventors. Defer- Isj, ? Benhaim 
admits that he resides at 17018 Hartsook Street in Encino, Califir jTiia. 

7. Defendants admit that Hermann Peter Lorei . r is identified on the 
face of the '231 Patent as one of the seven named inventors. Defendant Lorenz 
admits that he resides at 2634 Belmont Canyon Road in Belmo sj, California, 

ANSWER TO COMPLAINT FOR CORRECTION OF INVFN 1 ORSHIP 
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8. Defendants admit tiiat Min Zhu is identify- .> ati the face of the 
'231 Patent as one of the seven named inventors. Defendant Zhn admits that she 
resides in San Diego, California. 

FACTUAL BACKGROUND 

9. Defendants admit that the face of the '23 1 Patent shows that it 
was issued on August 17, 2004 and is entitled "Adipose-Deriv ed Stem Cells and 
Lattices." Defendants further admit that a copy of the '23 1 pHt Jiit is attached to the 
Complaint as Exhibit A. 

1 0. Defendants admit that the face of the *23 1 ? j tent lists Adam J. 
Katz, Ramon Llull, William J. Futrell, Mare H. Hedrick, Pro.Si> ,r Benhaim, 
Hermann Peter Lorenz and Min Zhu as inventors. 

1 1 . Defendants admit that Exhibit B is a copy uf a document that, 
on its face, purports to assign the interests of Adam J. Katz, R amcii Llull and J. 
William Futrell in an invention entitled "Adipose-Derived St? Cells and 
Lattices" to Plaintiff. Defendants lack sufficient knowledge O: information to form 
as a belief as to the truth or falsity of the remaining allegation; contained in 

17 I paragraph 1 1 of the Complaint, and, on that basis, deny the a]; igations. 
^ ^ 12. Defendants admit that PlaintifPs name does not appear on the 

1 9 face of the '23 1 patent. Defendants lack sufficient knowledge or information to 

20 fonm as a belief as to the truth or falsity of the remaining alleg xl ions contained in 

2 1 paragraph 12 of the Complaint, and, on that basis, deny the all tions. 

22 COUNTI 

23 13. Defendants incorporate by reference and res ta te their responses 

24 to paragraphs 1-12 as though fiilly set forth herein. 

25 14. Defendants admit that the face of the '23 1 P i :f:at lists Adam J. 

26 Katz, Ramon Llull, William J. Futrell, Marc H. Hedrick. Prosp.- Benhaim, 

27 Hermann Peter Lorenz and Min Zhu as inventors. 
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15. Defendants lack sufficient knowledge or h fonuation to fonn a 
belief as to the truth or falsity of the allegations contained in [Nciiagraph 15 of the 
Complaint, and, on that basis, deny the allegations, 

16. Defendants deny that each defendant is nor aventor of the 
claimed subject matter of the '23 1 Patent. Defendants lack si (Ticient knowledge or 
information to form as a belief as to the truth or falsity of the rcniaining 
allegations, if any, contained in paragraph 12 of the Complaii . ikI, on that basis, 
deny the allegations. 

n. DEFENSES 

In further answering the Complaint, Defendants pk fu?! the following 

defenses: 

FIRST DEFENSE fFAILURE TO STATE A r i Anvn 

The Complaint fails to state a claim or claims up. v^ hich relief can 

be granted. 

WHEREFORE, Defendants respectfully request 1 |]iis Court enter a 
judgment on the Complaint granting the relief set forth below: 

a) a dismissal with prejudice of Plaintiffs Con jp laint as against 

Defendants; 

b) a denial of all relief sought by Plaintiff as ain? t Defendants; 

/// 
/// 
/// 
/// 
/// 
/// 
/// 
/// 

ANSWER TO COMPLAINT FOR CORRECTION OF INVI { ORSHIP 
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c) that this Court declare that Defendants are : - ators of the '23 1 



Patent; 



d) such other relief as this Court may deem jii si said proper. 
DATED: January 5, 2005 

BINGHAM MCCUTCHEN ? LP 
JAMES B. LEWIS 
JENNIFER M . PHELPS 



Jennifer M, helps 




Attorneys for De fendants 
^ MARC H. HEDRICK , PROSPER 
BENHAIM, HERMANN PtlTER LORENZ, 
andMINZhfU 

Jeffrey M. Olson (C3 ■ : 104074) 
SIDLEY AUSTIN BROVv M & WOOD LLP 
555 West 5th Streei mh Floor 
Los Angeles, C A 90013 
Attorney for Defendant 
MARCH. HEOFJCK 
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JURY DEMAND 

Defendants Hedrick, Benhaim, Lorenz, and Zhu lie i c by demand a trial 
by jury on all issues on which a trial by juiy may be had. 
DATED: January 5, 2005 

BINGHAM MCCUTCHEN U,V 
JAMES B. LEWIS 
JENNIFER M.PHELPS 



^ Jennifer M,Pli^l 



Attorneys for EK: « ?lajnts 
T.T-^rM^P KEDRICK , PROSPER 
BENHAIM. HERMANN 1 fe TER LORENZ, 
andMINZHU 



II c.r^r Olson (S BN 1 04074) 

1 3 SIDLEY AUSTIN BROV A; & WOOD LLP 

555 West 5th Street . 4(}th Floor 
Los Angeles, CA 900 1 3 
Attorney for Def endant 
MARC H. HEDRi ::K 
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PROOF OF SERVICE 

I am over 1 8 years of age, not a party to this action f i jd employed in 
the Coimty of Los Angeles, CA at 355 South Grand Avenue, S .«a: 4400, Los 
Angeles, CA 9007 1-3 106. I am readily familiar with the prac? ic e of this office for 
collection and processing of correspondence for mailing with t; f United States 
Postal Service and coirespondence is deposited with the United tes Postal 
Service that same day in the ordinary course of business. 

Today I served the attached: 

ANSWER TO COMPLAINT FOR CORRECTION OF 
INVENTORSHIP UNDER 35 U.S.C. § 256 AND 
DEMAND FOR JURY TRIAL 

by causing a true and coirect copy of the above to be placed in fhe United States 
Mail at Los Angeles, CA in sealed envelope(s) with postage pr. . ; d, addressed as 
follows: 

A^^xifXJ? . T Teresa A. MacDoi'ikl 

David W Marston Jr . Morean Lewis & Bockms LLP 

VA^^JS?9» ^ Bockius LLP 300 South Grand A v nue, 22'* Floor 

1 70 iMarket Street Los Aneeles CA %f '7 1-3132 

Pbladelplu^PA 19103-2921 Phon^fl3-%l2-l 14 

Phone: |15j63-5000 Fax: 213-612-2501 

Fax: 215-963-5001 

Jeffrey M. Olson 

Sidley Austin Brown & Wood LLP 
555 West 5* Street 40* Floor 
Los Angeles. CA 90013 
Phone: 213-^96-6041 
Fax: 213-896-6600 

I declare that I am employed in the office of a men ■ . : of the bar of 
this court at whose direction the service was made and that this jf - 'ai ation was 
executed on January 5, 2005. 
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